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DETAILED ACTION 

1 . This Final Office Action is in response to Applicant's amendment filed January 
29, 2009. Applicant's amendment amended claims 1-20. Currently claims 1-20 are 
pending. 

Response to Amendment 

2. The 35 U.S.C. 101 rejection of claims 1-15 in the previous office action is 
withdrawn in response to Applicant's amendments to claims 1-15. 

The 35 U.S.C. 1 1 2(2) rejection of claims 1,11 and 1 6 in the previous office 
action is withdrawn in response to Applicant's amendments to claims 1,11 and 1 6. 
The Objection to the Title is not withdrawn. 

Response to Arguments 

3. Applicant's arguments filed January 29, 2009 have been fully considered but they 
are not persuasive. Specifically applicant's argues that the prior art fails to teach each 
and every element of the claimed invention, specifically that Riven, Paul R., Balanced 
Scorecard Step-by-Step (2002) fails to teach or suggest "categorize activities into 
separate categories so that like activities are assess against each other and then 
determining which activities are to be funded within a category (Paragraph 1, Page 8). 

In response to Applicant's argument that the prior art of record fails to teach or suggest 
categorizing activities into appropriate categories so that like activities are assed against 
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each other and determining which activities within a particular category are to be funded 
the examiner respectfully disagrees. 

Niven teaches a system and method for assssing information technology needs 
in a business comprising categorizing activities (project, tasks, initiatives, systems, 
efforts, etc.) into (appropriate) categories (groups, areas, buckets, classes, types, areas, 
dimensions, etc.) so that like activities are assed against each other (Lines 1-3, 8-10; 
Last Eight Lines, Paragraph 1, Page 191; Bullet 1, Page 193; Paragraph 3, Page 197; 
Exhibit 7.1 ) and determining which activities within a particular category are to be 
funded (pursued, worked on, selected, etc.; wherein it is noted the projects which are 
eliminated are clearly not funded and wherein remaining projects are clearly 
funded/pursued/started, etc.; Last Paragraph, Page 230; "determine what investment in 
initiatives are necessary...", Last Paragraph, Page 188; "Eliminating nonstrategic 
initiatives by user the laser-like lens of the Balanced Scorecard will quickly translate to 
freeing up valuable resources that can be funneled into projects..." Paragraph 1, Page 
190; "The Key is ensuring that the initiatives you decide to fund are strategic in 
nature...", Last Paragraph, Page 230; Paragraph 1, Page 231; tying the initiatives to the 
budgeting process via the balanced scorecard; Exhibit 9.3). 



Application/Control Number: 10/666,094 Page 4 

Art Unit: 3624 



Further it is noted that it is old and well known to assess categorized activities 
against one another in order to determine activities within a particular category are to be 
funded (project prioritization, project justification, IT investment evaluation, etc.) as 
evidenced by at least the following references: 

• Grover et al., Corporate Strategy and IT Investments (Column 2, Last 5 Lines, 

Page 17; Column 3, Paragraph 2, Page 17; Columns 1-2, Page 18; Column 3, 

Paragraphs 1-2, Page 19; Figure 1) 
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• Remenyi, Dan et al., The Effective Measurement and Management of IT costs 
and benefits (2001 ) 

o categorizing initiatives so that like initiatives are assessed against each 
other (Paragraph 2, Page 34; Page 207; Bullets 1-6, Page 208; Figures 
4.1, 10.1, 10.2); 

o determining which initiatives are to be funding in accordance with the 
applied strategic value ratings (i.e. which project to invest; agreement to 
proceed; Number 3, Page 269; Last Paragraph, 271; Figure 13.4; Figure 
10.6, Item 1.5). 
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Figure 1: Remenyi et al.; Section 10.2, Page 207 



Title 

4. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The following title is suggested: System and Method For Funding an Information 
Technology Initiative Based on an Assessed Strategic Value. 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

6. Claims 1-2, 4-8 and 10-20 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Riven, Paul R., Balanced Scorecard Step-by-Step (2002). 

Regarding Claims 1,11 and 16 Riven teaches a system and method for 
assessing needs (information technology) in a business comprising (Steps 1-4, page 
190; Exhibits 7.1, 7.2): 

- gathering information associated with the operation of a business and the 
activities (projects, initiatives, strategies, plans, efforts, work, programs, actions, etc.) 
pertaining to an (information technology) initiative (project, effort, system, software, 
strategy, etc.) desired to be implemented (inventory current projects/initiatives; Bullet 1 , 
Page 190; Paragraph 1, Page 191; Paragraphs 3-4, Page 197; Exhibit 7.1); 

- applying (strategic value) ratings to the activities (Bullet 1 , Page 1 91 ; Bullet 1 , 
Lines 15+, Page 193); 

- categorizing (grouping, classifying, 'common criteria', strategic, non-strategic, 
etc.) into (appropriate) categories the activities so that like activities are assessed 
against each other (Lines 1-3, 8-10; Last Bullet, Page 190; Last Eight Lines, Paragraph 
1, Page 191; Bullet 1, Page 193; Paragraph 3, Page 197; Exhibit 7.1); 
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- determining which activities within a particular category are to be funded in 
accordance with the applied (strategic value) ratings (Lines 1-2, Page 19; Paragraph 3, 
Page 188; Bullet 1, Lines 15+, Page 193; Last Paragraph, Page 230; "determine what 
investment in initiatives are necessary...", Last Paragraph, Page 188; "Eliminating 
nonstrategic initiatives by user the laser-like lens of the Balanced Scorecard will quickly 
translate to freeing up valuable resources that can be funneled into projects..." 
Paragraph 1 , Page 190; "The Key is ensuring that the initiatives you decide to fund are 
strategic in nature...", Last Paragraph, Page 230; tying the initiatives to the budgeting 
process via the balanced scorecard; Exhibit 9.3). 
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Regarding Claims 2-3, 12 and 17 Riven teaches a system and method further 
comprising applying an approval filter to each activity (approve for funding, 
development, deployment, resources, etc.; Paragraph 1, Page 19; Bullet 1, Last 8 
Lines, Page 193). 



Application/Control Number: 10/666,094 
Art Unit: 3624 



Page 10 



Regarding Claims 4, 14 and 19 Riven teaches a system and method further 
comprising calculating a (strategic value) assessment for each activity from the 
(strategic value) ratings (Bullet 1 , Lines 15+, Page 193). 

Regarding Claim 5 Riven teaches a system and method further comprising 
establishing funding for an activity with the highest (strategic value) assessment (Bullet 
1, Lines 15+, Page 193). 

Regarding Claims 6, 15 and 20 Riven teaches a system and method further 
comprising: 

- comparing the (strategic value) assessment of a first and second activities 
(Bullet 1, Page 193; Exhibit 7.1); 

- prioritizing the first activity with respect to the second activity in response to the 
comparison (Last Paragraph, Page 188; Bullet 1, Page 193; Paragraph 4, Page 197; 
Exhibit 7.1). 

Regarding Claims 7, 13 and 18 Riven teaches a system and method further 
comprising applying a weight factor to each category pertaining to the initiative (Bullet 1 , 
Lines 15-18, Page 193). 
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Regarding Claim 8 Riven teaches a system and method wherein the categories 
including strategic position, financial impact, intellectual assets or business drivers 
(Exhibit 7.1). 

It is noted that the labels used to describe the various categories an IT initiatives 
merely represents non-functional descriptive material and are not functionally involved 
in the steps recited nor do they alter the recited structural elements. The recited 
method steps would be performed the same regardless of the specific labels used to 
describe the various IT initiatives categories. Further, the structural elements remain 
the same regardless of the specific labels used to describe the various IT initiatives 
categories. Thus, this descriptive material will not distinguish the claimed invention from 
the prior art in terms of patentability, see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 
401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 
1994); MPEP 2106. 

Regarding Claim 10 Riven teaches a system and method wherein the activities 
are categorized according to whether an activity transforms the business, grows the 
business, provides technical advantage or involves a technology refresh (Exhibit 7.1). 

It is noted that the labels used to describe the various categories an IT initiatives 
merely represents non-functional descriptive material and are not functionally involved 
in the steps recited nor do they alter the recited structural elements. The recited 



Application/Control Number: 10/666,094 Page 12 

Art Unit: 3624 

method steps would be performed the same regardless of the specific labels used to 
describe the various IT initiatives categories. Further, the structural elements remain 
the same regardless of the specific labels used to describe the various IT initiatives 
categories. Thus, this descriptive material will not distinguish the claimed invention from 
the prior art in terms of patentability, see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 
401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 
1994); MPEP 2106. 
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Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 3 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Riven, Paul R., Balanced Scorecard Step-by-Step (2002) as applied to claim 1 above, 
and further in view of Sharmar, WO 01 1\ 6836. 

Regarding Claim 3 Riven does not expressly teach applying the (strategic value) 
rating in response to an affirmative approval filter as claimed. 

Sharmar teaches applying the (strategic value) rating in response to an 
affirmative approval filter (acceptance criteria; Lines 1-8, Page 6; Lines 6-18, 27-29, 
Page 8; Lines 18-27, Page 10) in an analogous art of assessing initiatives/projects in an 
enterprise for the purpose of prioritizing and selecting the business initiatives/activities 
(Paragraph 1, Page 6; Figure 4). 

It would have been obvious to one skilled in the art at the time of the invention 
that the system and method for assessing business activities as taught by Riven would 
have benefited from applying the strategic rating in response to an affirmative approval 
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filter in view of the teachings of Sharmar; the resultant system/method enabling users to 
agreed on acceptance criteria (approval filters) for approving business activities. 

Regarding Claim 9 Riven does not expressly teach that technical and/or risk 
impacts are considered as claimed. 

Sharmar teaches that technical and risk impacts and a plurality of other impacts 
are considered for application of the (strategic value) ratings (score, value; impacts - 
Lines 8-12, Page 6; Lines 16-32; Figure 3; technology - Lines 21-23, Page 14; risks 
Lines 5-10, Page 9; financial impact - Lines 15-20, Page 9) in an analogous art of 
prioritizing/rating business activities for the purpose of rating and/or prioritizing business 
activities/initiatives based on a plurality of common impacts. 

It would have been obvious to one skilled in the art at the time of the invention 
that the system and method of assessing needs in a business as taught by Riven would 
have benefited from taking into account any of a plurality of well known impacts when 
assessing the strategic nature of business activities (strategic value rating) including but 
not limited to technical and risk impacts in view of the teachings of Sharmar; the 
resultant system/method enabling users to account, in the strategic value rating of the 
initiatives/activities, the various impacts the initiatives/activities will have on the 
business. 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SCOTT L. JARRETT whose telephone number is 
(571)272-7033. The examiner can normally be reached on Monday-Friday, 8:00AM - 
5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bradley Bayat can be reached on (571) 272-6704. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Scott L Jarrett/ 

Primary Examiner, Art Unit 3624 



